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A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on October 
4, 2006, has been entered. 

Claims 1 , 2, 4-8 and 36 objected to because of the following informalities: in 
claim 1, line 3, "carbine" should read --carbene-- (cf., e.g., claim 18, line 3). Appropriate 
correction is required. 

Claims 5 and 30-32 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. More specifically, the following grounds for 
indefiniteness apply to the indicated claims. 

(A) Claim 5 appears incorrect as to dependency. Note that "the polysiloxane" 
lacks clear and proper antecedent basis from claim 1. 

(B) Claim 30 depends from a cancelled claim (claim 26). In addition, the term 
"method" in each of claims 30-32 should read -process- for consistency in terminology 
(cf., claim 26, line 1). 



Application/Control Number: 09/312,81 1 Page 3 

Art Unit: 1713 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 18, 20 and 40 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over JP 02-289947 (all references 
thereto being to the corresponding English language translation furnished herewith). 
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The rejected claims are drawn to a golf club head [as such (claim 18), or as a 
species of molded article (claim 40)] consisting essentially of a polyolefin prepared by 
the metathesis of an olefin monomer using a ruthenium or osmium carbene catalyst; 
and one or more toughness and/or hardness modulators. Per claims 20 and 40, the 
polyolefin is poly-DCPD. 

According to the present specification, the toughness and/or hardness 
modulators include rubber or elastomeric additives (page 4, II. 26+). 

JP '947 discloses a golf club head having an outer shell layer prepared by 
molding a liquid resin consisting of a metathesis polymerization catalyst and metathesis 
polymerizing monomer capable of creating a crosslinked metathesis polymer (p. 4, final 
full paragraph). Dicyclopentadiene (DCPD) or a monomer mixture having DCPD as its 
main substance is particularly preferred (p. 6, final sentence). The polymer may be 
prepared by reaction injection molding, in which procedure an elastomer is said to be 
effective in strengthening impact resistance (p. 10 bridging paragraph). Concrete 
examples of a golf club head prepared by reaction injection molding reactive solutions 
containing DCPD and EPDM and a specific metathesis catalyst and activator are 
presented (see, e.g., Operational Example 1 on pp. 16-18). EPDM is a species of 
elastomer (per p. 1 1 , first full paragraph). 

As such, JP '947 discloses a golf club head consisting essentially of poly-DCPD 
prepared by metathesis polymerization of the corresponding monomer, and species of 
applicants 1 modulators, but uses a different catalyst to make the polymer. 
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However, while the particular type of metathesis catalyst recited in claims 18 and 
40 is not mentioned in JP '947, there is no evidence of record demonstrating that 
polyolefin prepared using such catalyst (i.e., Ru or Os carbene) differs substantially 
from poly-DCPD as prepared using the reference's metathesis catalyst. To the extent 
applicants rely on the recited catalyst to define properties of the claimed article, claims 
18, 20 and 40 are indeed product-by-process claims, the patentability of which depends 
on the novelty and unobviousness of the article itself. Cf., In re Thorpe, 227 USPQ 964 
(Fed. Cir. 1985). 

Where, as here, a product-by-process claim is rejected over a prior art product 
that appears to be identical, although produced by a different process, the burden 
properly shifts to applicants to come forward with evidence establishing an unobvious 
difference between the claimed product and the prior art product. In re Marosi, 218 
USPQ 195 (Fed. Cir. 1983). This is especially true given the lesser burden of proof on 
the Office in making out a case of prima facie obviousness for product-by-process 
claims, because of their peculiar nature (M.P.E.P. 21 13). 

Claims 25, 28, 29, 34, 35, 37-39 and 41-44 are allowable over the prior art of 
record. Claims 1 , 2, 4-8, 30-32 and 36 would be allowable if amended or rewritten to 
overcome the objection and rejection under 35 U.S.C. 1 12 set forth in this Office action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner F. M. Teskin whose telephone number is 
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(571 ) 272-1 116. The examiner can normally be reached on Monday through Thursday 

from 7:00 AM - 4:30 PM, and can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu, can be reached on (571 ) 272-1 1 14. The appropriate fax phone 
number for the organization where this application or proceeding is assigned is (571 ) 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see <http://pair-direct.uspto.gov> . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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